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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



2. Claims 1-24 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 22-25, 27-35, 37- 
40, 44, 45, 48-50, and 54 of copending Application No. 10/708,657 (also see equivalent 
US 2005/0205542) in view of McCormick (US 6,026,682). 

The claims of copending Application No. 10/708,657 disclose at least the 
following structural features within a welding cooling system: a welding torch configured 
to present an electrode to a weld; an enclosure (welder housing); a power conditioner 
(power source/supply) disposed within the enclosure; a cooling system having a coolant 
tank and a spout disposed within the enclosure to circulate coolant through the welding 
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torch/component via coolant hoses (providing supply and return paths for the coolant); a 
controller operable to control the cooling system and power conditioner; a means to 
automatically commence coolant circulation through the torch when the electrode is 
presented to the weld; a heat exchanger and water pump assembly; a coolant pressure 
sensor; and at least one check valve integrated with the cooling system. Copending 
Application No. 10/708,657 does not specifically disclose a means to maintain coolant 
circulation until expiration of a specific time period and/or until a temperature falls below 
a certain value (i.e. threshold, predetermined value, and/or certain set point after 
deactivation of the welding machine), in which one or more temperature sensors in 
cooperation with a dynamic control means would be required. 

However, McCormick discloses a coolant safety system for an automated 
welding apparatus, in which the safety system 10 includes a controller (microprocessor 
104 and microprocessor module 157) that is configured to detect connection of a 
welding component (automated welding gun) to a coolant source (inclusive of coolant 
supply line 30 and coolant return line 36) via flow rate sensing and control, as well as 
leak check control from detecting a fault (e.g. leak) and shutting down the flow of liquid 
coolant via monitoring of the supply and return line sensors, and to permit circulation of 
coolant through the component upon activation of the welding component (automated 
welding gun), such that the controller includes pressure sensors 150,152 (column 3, 
lines 46-67; and Figure 4), pressure flow sensors 100,102 (column 3, lines 1-5 and 34- 
38; and Figure 4), and a temperature sensor 334 connected to microprocessor 244 
(column 9, lines 38-54; and Figure 15) to detect a connection status (including the "shut- 
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off' condition if pressure and/or temperature is/are unacceptable or errant) of the 
welding component to the coolant supply, including termination of welding if 
predetermined trip (set) points (i.e. indicates if coolant temperature is too high or too 
low) that are set for the temperature sensor 334 are reached, such that these features 
are advantageous for automatically shutting down (deactivating) the flow of coolant in 
the event of a fault (abstract; column 1 , lines 1 1-14 and 57-67; column 2, lines 1-4 and 
43-67; column 3, lines 1-10 and 34-67; column 4, lines 13-32 and 41-67; column 5, lines 
1-18 and 45-57; column 8, lines 58-67; column 9, lines 1-19 and 38-59; and Figures 1, 
4, 15, and 16). 

It would have been obvious to one of ordinary skill in the art at the time the 
applicants' invention was made to modify the welding cooling system disclosed in the 
claims of copending Application No. 10/708,657, by using a means to maintain coolant 
circulation until expiration of a specific time period and/or until a temperature falls below 
a certain value (i.e. threshold, predetermined value, and/or certain set point after 
deactivation of the welding machine), in which one or more temperature sensors in 
cooperation with a dynamic control means would be required, as taught by McCormick, 
in order to automatically shut down (deactivate) the flow of coolant in the event of a fault 
(McCormick; abstract; and column 1, lines 11-14 and 57-63). 

This is a provisional obviousness-type double patenting rejection. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-1 1 and 18-23 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claims 1-11 and 18-23, the phrase "or the like' 1 ( in this instance, the 
term "type") renders the claim(s) indefinite because the claim(s) include(s) elements not 
actually disclosed (those encompassed by "or the like", or "type") , thereby rendering the 
scope of the claim(s) unascertainable. See MPEP § 2173.05(d). The limitations 
"welding-type system" (claims 1-11), "welding-type component" (claims 1-3, 7, 8, 11, 
and 18-22), "welding-type apparatus" (claim 23), and "welding-type power" (claim 23) 
include this indefinite term. For example, what defines a "welding-type component", a 
"we Id -type system" etc.? 

Importantly, the applicants are additionally referred to the MPEP as follows: 
MPEP 2173.05(b), under heading E. "Type" (MPEP page 2100-216 of August 2006, 
Revision 5) states "The addition of the word "type" to an otherwise definite 
expression., .extends the scope of the expression so as to render it indefinite". Ex parte 
Copenhaver, 109 USPQ 188 (Bd. App. 1955). 

In this instance, it is suggested to delete all instances of the term "type" to 
overcome the rejections under 35 USC 112, 2 nd paragraph. 



Application/Control Number: 10/605,546 Page 6 

Art Unit: 1793 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 1-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Prunier (FR 2 536 320 - complete translation provided in a prior Office Action) in view of 
McCormick (US 6,026,682). 

Prunier discloses an arc welding machine that includes a refrigeration unit for 
torch cooling, in which the welding machine further includes a welding torch configured 
to present an electrode to a weld; an enclosure (welder housing) with a base plate, side 
plates, end plates, and a top cover; a power conditioner (power source/supply) disposed 
within the enclosure; a cooling system having a coolant tank and a spout disposed 
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within the enclosure to circulate coolant through the welding torch/component via 
coolant hoses (providing supply and return paths for the coolant); a controller operable 
to control the cooling system and power conditioner; a means to automatically 
commence coolant circulation through the torch when the electrode is presented to the 
weld; a means to maintain and terminate coolant circulation; a heat exchanger and 
water pump assembly; and at least one check valve integrated with the cooling system 
(abstract; translated French text of specification and claims in the paragraph bridging 
pages 3 and 4, the paragraph bridging pages 6 and 7, the detailed description on pages 
7-11, the last two paragraphs on page 1 1 and bridging to page 12, claims 5 and 6; and 
Figure). Prunier does not specifically disclose a means to maintain coolant circulation 
until expiration of a specific time period and/or until a temperature falls below a certain 
value (i.e. threshold, predetermined value, and/or certain set point after deactivation of 
the welding machine), in which one or more temperature sensors in cooperation with a 
dynamic control means would be required. 

However, McCormick discloses a coolant safety system for an automated 
welding apparatus, in which the safety system 10 includes a controller (microprocessor 
104 and microprocessor module 157) that is configured to detect connection of a 
welding component (automated welding gun) to a coolant source (inclusive of coolant 
supply line 30 and coolant return line 36) via flow rate sensing and control, as well as 
leak check control from detecting a fault (e.g. leak) and shutting down the flow of liquid 
coolant via monitoring of the supply and return line sensors, and to permit circulation of 
coolant through the component upon activation of the welding component (automated 
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welding gun), such that the controller includes pressure sensors 150,152 (column 3, 
lines 46-67; and Figure 4), pressure flow sensors 100,102 (column 3, lines 1-5 and 34- 
38; and Figure 4), and a temperature sensor 334 connected to microprocessor 244 
(column 9, lines 38-54; and Figure 15) to detect a connection status (including the "shut- 
off condition if pressure and/or temperature is/are unacceptable or errant) of the 
welding component to the coolant supply, including termination of welding if 
predetermined trip (set) points (i.e. indicates if coolant temperature is too high or too 
low) that are set for the temperature sensor 334 are reached, such that these features 
are advantageous for automatically shutting down (deactivating) the flow of coolant in 
the event of a fault (abstract; column 1 , lines 11-14 and 57-67; column 2, lines 1-4 and 
43-67; column 3, lines 1-10 and 34-67; column 4, lines 13-32 and 41-67; column 5, lines 
1-18 and 45-57; column 8, lines 58-67; column 9, lines 1-19 and 38-59; and Figures 1, 
4, 15, and 16). 

It would have been obvious to one of ordinary skill in the art at the time the 
applicants' invention was made to modify the arc welding machine disclosed by Prunier, 
by using a means to maintain coolant circulation until expiration of a specific time period 
and/or until a temperature falls below a certain value (i.e. threshold, predetermined 
value, and/or certain set point after deactivation of the welding machine), in which one 
or more temperature sensors in cooperation with a dynamic control means would be 
required, as taught by McCormick, in order to automatically shut down (deactivate) the 
flow of coolant in the event of a fault (McCormick; abstract; and column 1 , lines 11-14 
and 57-63). 
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8. Claims 1-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Behnke et al. (US 2,510,207) in view of McCormick (US 6,026,682). 

Behnke et al. disclose a fluid control system for inert gas blanketed arc welding, 
in which the welding machine further includes a welding torch T with a cooling jacket J 
configured to present an electrode E to a workpiece to be welded W; a power 
conditioner (power source/supply); a cooling system having a coolant tank (manifold) 
and a spout operable to circulate coolant through the welding torch/component via 
coolant hoses (providing supply and return paths for the coolant); a controller operable 
to control the cooling system and power conditioner; a means to automatically 
commence coolant circulation through the torch when the electrode is presented to the 
weld; a means to maintain and terminate coolant circulation; a heat exchanger and 
water pump assembly; and at least one check valve integrated with the cooling system 
(column 1, line 1 through column 3, line 61; and Figure). Behnke et al. do not 
specifically disclose a means to maintain coolant circulation until expiration of a specific 
time period and/or until a temperature falls below a certain value (i.e. threshold, 
predetermined value, and/or certain set point after deactivation of the welding machine), 
in which one or more temperature sensors in cooperation with a dynamic control means 

would be required. 

However, McCormick discloses a coolant safety system for an automated 
welding apparatus, in which the safety system 10 includes a controller (microprocessor 
104 and microprocessor module 157) that is configured to detect connection of a 
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welding component (automated welding gun) to a coolant source (inclusive of coolant 
supply line 30 and coolant return line 36) via flow rate sensing and control, as well as 
leak check control from detecting a fault (e.g. leak) and shutting down the flow of liquid 
coolant via monitoring of the supply and return line sensors, and to permit circulation of 
coolant through the component upon activation of the welding component (automated 
welding gun), such that the controller includes pressure sensors 150,152 (column 3, 
lines 46-67; and Figure 4), pressure flow sensors 100,102 (column 3, lines 1-5 and 34- 
38; and Figure 4), and a temperature sensor 334 connected to microprocessor 244 
(column 9, lines 38-54; and Figure 15) to detect a connection status (including the "shut- 
off' condition if pressure and/or temperature is/are unacceptable or errant) of the 
welding component to the coolant supply, including termination of welding if 
predetermined trip (set) points (i.e. indicates if coolant temperature is too high or too 
low) that are set for the temperature sensor 334 are reached, such that these features 
are advantageous for automatically shutting down (deactivating) the flow of coolant in 
the event of a fault (abstract; column 1, lines 11-14 and 57-67; column 2, lines 1-4 and 
43-67; column 3, lines 1-10 and 34-67; column 4, lines 13-32 and 41-67; column 5, lines 
1-18 and 45-57; column 8, lines 58-67; column 9, lines 1-19 and 38-59; and Figures 1, 
4, 15, and 16). 

It would have been obvious to one of ordinary skill in the art at the time the 
applicants' invention was made to modify the arc welding machine disclosed by Behnke 
et al. f by using a means to maintain coolant circulation until expiration of a specific time 
period and/or until a temperature falls below a certain value (i.e. threshold, 



Application/Control Number: 10/605,546 Page 11 

Art Unit: 1793 

predetermined value, and/or certain set point after deactivation of the welding machine), 
in which one or more temperature sensors in cooperation with a dynamic control means 
would be required, as taught by McCormick, in order to automatically shut down 
(deactivate) the flow of coolant in the event of a fault (McCormick; abstract; and column 
1, lines 11-14 and 57-63). 

Response to Arguments 

9. The examiner acknowledges the applicants' response received by the USPTO on 
October 24, 2007. The provisional double patenting rejections (in view of copending 
Application No. 10/708,657) remain, as no terminal disclaimer was submitted by the 
applicants (see above section 2). Claims 1-24 remain under consideration in the 

s 

application. 

10. Applicants* arguments filed October 24, 2007 have been fully considered but they 
are not persuasive. 

With regard to the applicants' remarks/arguments on pages 6-10 of the response, 
the issues raised in the remarks section are as follows: 1) the provisional double 
patenting rejections (page 6); 2) the 35 USC 112, 2 nd paragraph rejections (pages 6 and 
7); and 3) the 35 USC 103(a) rejections (pages 7-10). 

Regarding the provisional double patenting rejections, it is first noted that the 
applicants have not provided a terminal disclaimer in response to these double 
patenting rejections, nor have the applicants provided any dispute/arguments pertaining 
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to these rejections (see page 6 of remarks). If the applicants continue to lack dispute of 
the double patenting rejections, a terminal disclaimer will be requested in the future 
(absent any claim amendments to overcome the double patenting rejections). 

Regarding the 35 USC 112, 2 nd paragraph rejections, the examiner respectfully 
disagrees with the applicants' statement that "welding-type does not present an 
alternative as in using the word "or", in which the applicants believe that "type" and "or 
the like" are not the same. Although these terms are not the same, they are very 
similar. Contrary to the applicants' remarks, the term "type" presents many (indefinite) 
alternatives. As a result, both "type" and "or the like" are similarly inclusive of a wide 
range of indefinite alternatives. Regarding the applicants' reference to the specification 
(paragraph [0042]), this citation in the specification only defines "welding-type power" as 
applying to heating or cutting systems, but none of the other indefinite terms, including 
"welding-type system" (claims 1-11), "welding-type component" (claims 1-3, 7, 8, 11, 
and 18-22), and "welding-type apparatus" (claim 23), are presented in the specification. 
Even when considering the specification in terms of its definition of "welding-type 
power", the other "welding-type" limitations are not clearly defined and remain indefinite 
under 35 USC 112, 2 nd paragraph. 

Regarding the 35 USC 103(a) rejections of claims 1-24, the applicants chiefly 
address independent claims 1, 8, 18, and 23. First, in the paragraph bridging pages 7 
and 8 of the remarks section, the applicants state that Prunier and Behnke et al. do not 
disclose "a cooling system adapted to maintain coolant circulation based on whether a 
temperature of the coolant exceeds a set point temperature", and "a means to maintain 
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coolant circulation until expiration of a specific time period and/or until a temperature 
falls below a certain value" (see 1 st full paragraph on page 8). The examiner agrees 
with these statements, as these features are acknowledged as lacking in the primary 
references to Prunier and Behnke et al. However, the applicants continue to state that 
the secondary reference (McCormick) allegedly does not teach or suggest the subject 
matter lacking in both Prunier and Behnke et al. (throughout the remainder of the 
remarks section). The examiner respectfully disagrees, as McCormick teaches a 
coolant safety system for an automated welding apparatus, such that the safety system 
includes a microprocessor configured to detect flow rate and is operable to shut down 
the flow of coolant at specific set points (at a predetermined temperature level, or 
threshold). Regarding independent claims 1, 8, 18, and 23, the applicants' arguments 
rely chiefly on the limitation "maintain coolant circulation upon/after deactivation"; in 
other words, providing continued flow of coolant (circulation) despite "deactivation" of 
the welding component. Although the applicants accurately disclose the teachings of 
McCormick in the last paragraph on page 8 of the remarks, it is noted that the 
microprocessor and control system of the automated welding apparatus of McCormick 
is capable of selectively shutting down or maintaining coolant flow at predetermined 
thresholds (see the 35 USC 103(a) rejections in the portion addressing the McCormick 
reference). In response to applicants' argument that there is no suggestion to combine 

i 

the references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
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references themselves or in the knowledge generally available to one of ordinary skill in 
the art See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the means to 
maintain coolant circulation until expiration of a specific time period and/or until a 
temperature falls below a certain value (i.e. threshold, predetermined value, and/or 
certain set point after deactivation of the welding machine), in which one or more 
temperature sensors in cooperation with a dynamic control means would be required, 
as taught by McCormick, are advantageous in order to automatically shut down 
(deactivate) the flow of coolant in the event of a fault (McCormick; abstract; and column 

I, lines 11-14 and 57-63). As a result, claims 1-24 remain rejected. 

Conclusion 

« 

I I . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dr. Kevin P. Kerns whose telephone number is (571) 

272- 1178. The examiner can normally be reached on Monday-Friday from 8:00am- 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jonathan Johnson can be reached on (571) 272-1 177. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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